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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election with traverse of group I claims 1-9 and 28-29 in the reply filed 
on 4-19-2007 is acknowledged. The traversal is on the ground(s) that the invention are 
not independent and distinct because they are connected in terms of operation and one 
cannot be used without the other. This is not found persuasive because the means and 
steps in the mobile device are not the same as the means and step of the base station, 
in other words the mobile station does not carry the step of the base station and vice 
versa. A base station is a totally different entity than a mobile station. Although they can 
be used together the means and steps of each group are different. And this fact is 
shown by their different art classification, which includes both class and sub-class. 

The requirement is still deemed proper and is therefore made FINAL. 

2. Claims 10-27 and 30-43 (new claims are directed to groups II and III 
respectively) are withdrawn from further consideration pursuant to 37 CFR 1.142(b), as 
being drawn to a nonelected group II and III, there being no allowable generic or linking 
claim. Applicant timely traversed the restriction (election) requirement in the reply filed 
on 4-19-2007. 

3. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 
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Specification 

4. The disclosure is objected to because it contains an embedded hyperlink and/or 
other form of browser-executable code. Applicant is required to delete the embedded 
hyperlink and/or other form of browser-executable code. See MPEP § 608.01 . 

Claim Objections 

5. Claims 28 and 19 are objected to because of the following informalities: the 
claims are directed to a computer program product, however the claims depend on a 
method claim, thereby creating a hybrid claim. It is unclear if the claim is directed to a 
method or a computer program. Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

7. Claims 28 and 29 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. The claimed invention falls in a 
judicial exception of an abstract idea (claimed computer program) without a practical 
application by physical transformation and without a useful and tangible result. 

Claim Rejections • 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

10. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

1 1 . Claims 1-5 and 28-29 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over 3 rd Generation Partnership Project; Technical Specification Group Radio Access 
Network; Feasibility Study for Enhanced Uplink for UTRA FDD; (Release 6) 3GPP TR 
25.896 VO.3.2. (2003-06) in view of Beyer US007184413B2. 

As to claim 1 , 3 rd Generation Partnership Project; Technical Specification Group 
Radio Access Network; Feasibility Study for Enhanced Uplink for UTRA FDD; (Release 
6) 3GPP TR 25.896 VO.3.2. (2003-06) discloses a method for use by a user equipment 
device and Node Bs of a wireless telecommunication system, the method for enabling 
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Node B based control during soft handover of the maximum data rate allowed for uplink 
by the user equipment device as indicated by a pointer in the user equipment device, 
the soft handover resulting in a change of a controlling Node B from a first one of the 
Node Bs to a second one of the Node Bs, each of the Node Bs for providing commands 
for control of user equipment devices in at least one respective cell so that the user 
equipment device in soft handover is simultaneously in at least two cells each possibly 
controlled by a different one of the Node Bs, the method comprising: and issuing 
scheduling commands for controlling the pointer in the user equipment device if it is in 
control, but issuing no such commands if it determines it is not in control of the 
scheduling cell (see sections 6.3,7.1.2.5-7.1.3,7.2.4). 3 rd Generation Partnership 
Project; Technical Specification Group Radio Access Network; Feasibility Study for 
Enhanced Uplink for UTRA FDD; (Release 6) 3GPP TR 25.896 VO.3.2. (2003-06) does 
not specifically disclose the user equipment device signaling in uplink information 
indicating one of the cells as a scheduling cell; each Node B receiving the uplink 
indicating one of the cells as the scheduling cell and able to provide scheduling 
commands, determining whether it is in control of the scheduling cell. In an analogous 
art, Beyer discloses the user equipment device signaling in uplink information indicating 
one of the cells as a scheduling cell; each Node B receiving the uplink indicating one of 
the cells as the scheduling cell and able to provide scheduling commands, determining 
whether it is in control of the scheduling cell (see col. 4, line 62 - col. 5, line 22; col. 17, 
lines 20-60). Therefore, it would have been obvious to one of the ordinary skill in the art 
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at the time of the invention to select a scheduling or master station to orderly use 
network resources, thereby maximizing resources and preventing data collisions. 

As to claim 2, 3 rd Generation Partnership Project; Technical Specification Group 
Radio Access Network; Feasibility Study for Enhanced Uplink for UTRA FDD; (Release 
6) 3GPP TR 25.896 VO.3.2. (2003-06) discloses a method further comprising: the user 
equipment device and also the Node B in control of the scheduling cell each 
synchronizing a respective pointer for indicating the maximum allowed uplink data rate 
for the user equipment device to a value according to a synchronization procedure (see 
sections 7.1.1-7.1.1.3,7.3.2). 

As to claim 3, 3 rd Generation Partnership Project; Technical Specification Group 
Radio Access Network; Feasibility Study for Enhanced Uplink for UTRA FDD; (Release 
6) 3GPP TR 25.896 VO.3.2. (2003-06) discloses a method wherein according to the 
synchronization procedure, the Node B sets the pointer it maintains to the data rate 
used in the uplink of the information indicating the scheduling cell (see sections 7.1.1- 
7.1.1.3,7.3.2). 

As to claim 4, 3 rd Generation Partnership Project; Technical Specification Group 
Radio Access Network; Feasibility Study for Enhanced Uplink for UTRA FDD; (Release 
6) 3GPP TR 25.896 VO.3.2. (2003-06) discloses a method wherein according to the 
synchronization procedure, the Node B sets the pointer it maintains to a predetermined 
value (see sections 7.1.1-7.1.1.3,7.3.2). 

As to claim 5, 3 rd Generation Partnership Project; Technical Specification Group 
Radio Access Network; Feasibility Study for Enhanced Uplink for UTRA FDD; (Release 
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6) 3GPP TR 25.896 VO.3.2. (2003-06) discloses a method of claim 2, wherein according 
to the synchronization procedure, both the Node B and the user equipment device set 
their respective pointers according to predetermined criteria (see sections 7.1.1- 
7.1.1.3,7.3.2). 

As to claims 28 and 29, they are rejected for the same reasons as shown above 
in claim 1 . 

12. Claims 6-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 3* 
Generation Partnership Project; Technical Specification Group Radio Access Network; 
Feasibility Study for Enhanced Uplink for UTRA FDD; (Release 6) 3GPP TR 25.896 
VO.3.2. (2003-06) in view of Beyer as applied to claims 1 and 2 above, and further in 
view of the admitted prior art. 

As to claim 7, 3 rd Generation Partnership Project; Technical Specification Group 
Radio Access Network; Feasibility Study for Enhanced Uplink for UTRA FDD; (Release 
6) 3GPP TR 25.896 VO.3.2. (2003-06) disclose the method wherein according to the 
synchronization procedure, the Node B sets the pointer it maintains to the data rate 
used in the uplink of the information indicating the scheduling cell or to a predetermined 
value (see sections 7.1.1-7.1.1.3,7.3.2), 3 rd Generation Partnership Project; Technical 
Specification Group Radio Access Network; Feasibility Study for Enhanced Uplink for 
UTRA FDD; (Release 6) 3GPP TR 25.896 VO.3.2. (2003-06) do not specify to use 
whichever is greater. The admitted prior art discloses that is known to use whichever is 
greater (see page 1, line 21-26). Therefore, it would have been obvious to one of the 
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ordinary skill in the art a the time of the invention to use the faster so the user can have 
the fastest connection available, thereby increasing user satisfaction. 

As to claim 6, 3 rd Generation Partnership Project; Technical Specification Group 
Radio Access Network; Feasibility Study for Enhanced Uplink for UTRA FDD; (Release 
6) 3GPP TR 25.896 VO.3.2. (2003-06) disclose the method wherein according to the 
synchronization procedure, the Node B sets the pointer it maintains to a value it selects 
(see sections 7.1.1-7.1.1.3,7.3.2). 3 rd Generation Partnership Project; Technical 
Specification Group Radio Access Network; Feasibility Study for Enhanced Uplink for 
UTRA FDD; (Release 6) 3GPP TR 25.896 VO.3.2. (2003-06) do not specifically disclose 
explicitly signals the value to the user equipment device. However using explicit 
signaling (for example: set a value of 10) is a design choice within the knowledge of one 
of the ordinary skill in the art, if is interested in changing the value he may explicitly use 
the desired value. 

As to claims 8 and 9, 3 rd Generation Partnership Project; Technical Specification 
Group Radio Access Network; Feasibility Study for Enhanced Uplink for UTRA FDD; 
(Release 6) 3GPP TR 25.896 VO.3.2. (2003-06) and Beyer disclose everything as 
explained above (see claim 1 ) except for the method wherein the Node B based control 
is provided using differential signaling. However, in the admitted prior art the applicant 
admits that it know to use differential signaling to control the Node B (see page 1 , col. 
21-29). Moreover, choosing between using differential signaling (for example: increase 
by a value of 10) and explicit signaling (for example: set a value of 10) is a design 
choice within the knowledge of one of the ordinary skill in the art, if one of the ordinary 
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skill in the art is interested in keep track of the changes he may use differential signaling 
if is only interested in changing to the desired value he may use explicit. Both are a 
common and well-known technique. 

Conclusion 

Any response to this Office Action should be mailed to: 

U.S. Patent and Trademark Office 
Commissioner of Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Or faxed to: 

571-273-8300 

for formal communication intended for entry, informal communication or draft 
communication; in the case of informal or draft communication, please label 
"PROPOSED" or "DRAFT" 

Hand delivered responses should be brought to: 

Customer Service Window 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marcos L. Torres whose telephone number is 571-272- 
7926. The examiner can normally be reached on 8:00am-6:00 PM alt. Wednesday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, George Eng can be reached on 571-252-7495. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Marcos L Torres 
Examiner 





